
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/541,197 



04/03/2000 



70813 7590 01/03/2008 

GOODWIN PROCTER LLP 

901 NEW YORK AVENUE, N.W. 

WASHINGTON, DC 20001 



Jerome S. Golden 



828-002 (22406.000014) 



4910 



EXAMINER 



CHENCINSKI, SIEGFRIED E 



ART UNIT 



3691 



PAPER NUMBER 



NOTIFICATION DATE 



DELIVERY MODE 



0 1 /03/2008 ELECTRONIC 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 

Notice of the Office communication was sent electronically on above-indicated "Notification Date" to the 
following e-mail address(es): 

AAlpha-Kpetewama@goodwinprocter.com 

bhenry@goodwinprocter.com 

HMCPEAKE@GOODWINPROCTER.COM 



PTOL-90A (Rev. 04/07) 



4 



Office Action Summary 


Application No. 

09/541,197 


Applicant(s) 

GOLDEN, JEROME S. 


Examiner 

Siegfried E. Chencinski 


Art Unit 

3691 





The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 05 October 2007 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 55-93 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEl Claim(s) 55-93 is/are rejected. 

7) D Ciaim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1-D Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1) Q Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Pa P er No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 5 ) D Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20071217 



Application/Control Number: 09/541,197 
Art Unit: 3691 



Page 2 



DETAILED ACTION 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1. Claims 55, 59, 68, 69, 75, 78, 79 and 80 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Tarbox (US Patent 6,154,732) in view of Ryan et al. (US 
Patent 6,205,434 B1, hereafter Ryan), Barron's Dictionary of Insurance Terms, 3 rd Ed., 
Barron's Dictionary of Finance and Investment Terms, Fifth Ed., 1995 (hereafter 
Barron's), King et al. (US Patent 5,704,045, hereafter King), El-Kadi et al. (US Patent 
6,014,642, hereafter El-Kadi), Golden (US patent 5,933,815), Schirripa (US Patent 
6,275,807 B1) and Henderson et al. (US PreGrant Publication 2001/0014873 A1, 
hereafter Henderson). 

Re. Claims 55, 59, 68, 69, 75, 78, 79 and 80, Tarbox discloses a system and method 
performed at least partially by a programmed computer for planning for, implementing 
and administering a retirement benefit program including at least one guaranteed, life- 
dependent retirement benefit to provide a guaranteed lifetime income to at least one 
person using at least one or more personal financial assets owned by the person, the 
method comprising: 

• Providing retirement investment allocation advice, using related asset allocation 
analytical models for retirement investment vehicles, and allocating investment 
assets (Col. 1, II. 61-64; Col. 2, II. 35, 58-64). 

• Calculating investment recommendations, including calculations made in 
response to client what-if scenario questions (Col. 10, II. 35-36); 

• Calculating and transmitting the recommendation (Col. 10, II. 15-20); 
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• Altering the allocation of funds in a retirement program in accordance with the 
asset owner's instructions (Col. 10, II. 24-25). 

• An asset allocation program which includes a guaranteed investment contract 
option (Col. 3, II. 54-58; Col. 4, II. 60-65). 

• Investment for retirement needs through the full extent of a client's life (Col. 3, I. 
54 -Col. 4, I. 18). 

• Computer system hardware, including a server, processor, storage, controller 
(obviously contained since it is a necessary component for making the system 
work), and other computer hardware and networking components, and computer 
software/programs to implement the methods steps (Col. 1 1, 1. 19 - Col. 12, 1. 
56). 

• altering the allocation of funds towards achieving the recalculated total current 
values and the recalculated target benefit payment values in accordance with at 
least a second set of instructions including at least information specified by the 
person based on the at least one change to the retirement benefit program 
(Tarbox, Col. 10, II. 24-25. The "towards" component is the intended component 
which is the obvious motivation of the altering and which is also disclosed by 
Tarbox). 

Tarbox does not explicitly disclose: 

• Conversion of investments, assets and contracts 

• Purchasing of fractions of investments, assets and contracts, including gradual 
purchases over time. 

• Guaranteed life-dependent financial contracts or instruments. 

• Recalculations as they apply to the advisor's service activities for the client. 

• Financial and statistical information related to future market performance, 
inflation and interest rates. 

• A controller adapted for performing operations of an integrated computer 
system such as being operatively coupled to storage means for storing 
information and to calculate and recalculate various values and valuations. 
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However, financial asset conversions are well known and documented in prior Office 
Actions, such as in the most recent Office Action dated September 16, 2004 (p. 7, 1. 24 
- p, 8, 1. 18) and April 18, 2007. Such conversion is an old practice in the art, practiced 
by thousands of licensed CLU's and other practitioners of the art at the time of 
Applicant's invention. 

Allowing a remainder of the funds corresponding to the preexisting asset vehicle to 
generate investment returns is the non-action or inactive component of the invention. 

Conversion of investments, assets and contracts are disclosed by Barron's 

(Finance - p. 119; Insurance - pp. 103-104) and by King (Col. 14, II. 25, 34, 22-41). 

Golden discloses guaranteed life-dependent financial contracts or instruments 

(Col. 2, II. 24-40, 58-62). 

El Kadi discloses the purchasing of fractions of investments, assets and contracts, 
including gradual purchases overtime (Col. 1, II. 16-17, Col. 5, II. 60-62). 

Schirripa discloses recalculations as they apply to the advisor's service activities 
for the client (Col. 16, II. 54-61). 

Henderson discloses financial and statistical information related to future market 
performance, inflation and interest rates ([0008, 0010, 0011, 0014, 0021, 0030-0052). 

Ryan discloses the use of a controller in a retirement planning and benefits 
management context adapted for performing operations of an integrated computer 
system such as being operatively coupled to storage means for storing information 
and to calculate and recalculate various values and valuations (Abstract, II. 6-8, 11-13, 
20-25; Col. 3, I. 56 - Col. 4, I. 43. For example, Col. 4, II. 12-16 & ff. includes 
calculations by the controller ... for example values ... such as death benefit proceeds 
or premium reinvestment amounts ... Recalculations are implicit.). 

The first set of allocation instructions including at least information specified by the 
person would have been obvious since only the legal owner or his designee(s) with his 
power of attorney could legally authorize such action; 

re. limitation (a) "allocating at selected intervals of an allocation period in 
accordance with at least a first set of instructions an allocation of a portion of funds 
corresponding to at least one asset vehicle, containing one or more personal financial 
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assets owned by the person, towards purchasing one or more fractions of at least a first 
guaranteed life-dependent retirement benefit that provides one or more income benefit 
payments to the person to gradually purchase the at least first retirement benefit during 
the allocation period" is essentially a conversion program from one or more assets to 
another asset. 

It would have been obvious for a retirement plan buyer to have wanted to know at 
any time during the period of his initial inquiries and negotiations with the current 
practitioner through the first step of conversion until his market based assets were fully 
converted to life-dependent retirement benefit plans as to what the current value of his 
current assets was and what the cost of immediate payment of a complete retirement 
benefit would be if fully paid immediately. Numerous other what-if questions by the 
asset owner would also have been obvious to expect from the asset owner client or 
conversion prospect, perhaps for the rest of his coherent life. 

Re. limitations (b), (c) and (d), -calculating and recalculating current values and 
future values for any number of future intervals and contractual assumptions and 
contingencies being considered has been well known in the art, including on an 
individual, personal actuarial valuation of the benefit and a market value of the asset 
vehicle. This would include calculations of accelerations being considered, which 
could involve a shorter time period, fewer number of payments, or complete 
acceleration to one current payment in full to purchase the entire contract or 
investment vehicle or full amount being contemplated previously or currently. 
Recalculations have been an obvious and common component service activity 
performed for prospective and existing retirement investment planning clients by the 
army of ordinary practitioners such as investment advisors, CLU's and personal 
financial planners, using every legally approved investment contract and forecasting 
tweak available to a CLU and/or other licensed financial planner and advisor through his 
licensed and certified training, from his underwriting companies and through his ongoing 
updates of his professional knowledge base. 

The amended language added on October 5, 2007 to specify an "individual, 
personal actuarial valuation" only makes more explicit what was already implicit and 
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explicit in the preambles of the independent claims (e.g. - preamble: "assets owned by 
one person"; claim limitations: "personal financial assets owned by the person towards 
purchasing ... a retirement benefit"). 

It would have been obvious to the ordinary practitioner of the art at the time of 
Applicant's invention to have combined the disclosures of Tarbox, Ryan, Barron's, King, 
El-Kadi, Golden, Schirripa and Henderson in order to provide for the planning for, 
implementing and administering a retirement benefit program including at least one 
guaranteed, life-dependent retirement benefit to provide a guaranteed lifetime income 
to at least one person using at least one or more personal financial assets owned by 
the person, administered through the use of off the shelf computer hardware and a 
combination of off the shelf and custom computer software, motivated by a desire to 
secure retirement benefits for workers and provide professional investment advice to 
benefit plan prospects and participants (Tarbox, Col. 1, II. 13-14). 
Re. Claim 71, Tarbox discloses a server adapted to receive from at least the remote 
client computer information related to a person-specified benefit desired for the at 
least first guaranteed retirement benefit, and to process the benefit index information 
towards implementing the retirement benefit program (See the rejections of claims 55 
and 80). None of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa and 
Henderson explicitly disclose the person specifying a life-dependent benefit nor an 
indexed benefit, such as an index selected from the group consisting of (i) a level 
index, (ii) a COLA (CPI-linked) index, and (iii) a market-linked index. However, such 
indexes have been well known in art. For example, Social Security benefits are 
indexed for the COLA index, and have also been available as part of annuities and 
other insurance industry products. It would have been obvious to an ordinary 
practitioner of the art at the time of Applicant's invention to have combined the 
teachings of Tarbox with the knowledge of the ordinary practitioner to present retirement 
benefit programs containing benefit indexation, motivated by a desire to provide 
professional investment advice to benefit plan prospects and participants (Tarbox, Col. 
1, II. 13-14). 

Re. Claim 72, Tarbox discloses a server adapted to receive from at least the remote 
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client computer information related to a person-specified benefit desired for the at least 
first guaranteed retirement benefit, and to process the benefit index information towards 
implementing the retirement benefit program (See the rejections of claims 55 and 80). 
None of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa and Henderson 
explicitly disclose the person specifying a payment collar, the person-specified benefit 
collar corresponding to a percentage range below and above a benefit payment in order 
to dampen the volatility in income payments received. However, such collars have been 
well known in the financial arts. It would have been obvious to an ordinary practitioner of 
the art at the time of Applicant's invention to have combined the teachings of Tarbox 
with the knowledge of the ordinary practitioner to present retirement benefit programs 
containing benefit collars, motivated by a desire to provide professional investment 
advice to benefit plan prospects and participants (Tarbox, Col. 1, II. 13-14). 
Re. Claim 73, Tarbox discloses a server adapted to receive from at least the remote 
client computer information related to a person-specified benefit desired for the at least 
first guaranteed retirement benefit and to process the benefit index information towards 
implementing the retirement benefit program (See the rejections of claims 55 and 80). 
None of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa and Henderson 
explicitly disclose the person specifying a stop/loss indication, the person-specified 
stop/loss indication corresponding to a person-defined threshold level the server 
employs to indicate to the person during the allocation period the asset vehicle has 
reached at least one of: (i) a desired high market value, (ii) a desired low market 
value. However, stop/loss arrangements have been well known in the financial arts. It 
would have been obvious to an ordinary practitioner of the art at the time of Applicant's 
invention to have combined the teachings of Tarbox with the knowledge of the ordinary 
practitioner to present retirement benefit programs containing stop/loss arrangements 
for market based financial assets, motivated by a desire to provide professional 
investment advice to benefit plan prospects and participants (Tarbox, Col. 1, II. 13-14). 
Re. Claim 74, Tarbox discloses an integrated computer system wherein the current 
value of the at least first guaranteed retirement benefit as of the current date and for 
each of future intervals of the allocation period includes actuarial valuations of the at 
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least first guarantee benefit purchased. None of Tarbox, Ryan, Barron's, King, El-Kadi, 
Golden, Schirripa and Henderson explicitly disclose a life-dependent retirement 
benefit. However, see the rejections of claims 55 and 80 regarding actuarial valuations 
of the at least first guarantee life-dependent benefit purchased. 
Re. Claims 70 & 90, Tarbox discloses a system and method comprising querying at 
least the remote client computer to provide information of the risk tolerance of the 
person (Col. 2, II. 39-40, 43). The processing of at least one response of the person 
provides to querying towards implementing the retirement benefit program is 
discussed above in the rejection of claims 80-89. 

Re. Claims 76 & 92, Tarbox discloses a system and method wherein the remote client 
computer includes a remote computer operated by the client person (Col. 6, II. 53-65). 
Re. Claims 77 & 93, Tarbox discloses a system and method wherein the remote client 
computer is operatively connected to at least one computing device operated by the 
person (Col. 6, II. 50-51). 

2. Claims 56 and 81 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa and Henderson as 
applied to claims 55, 59, 68, 69, 75, 78, 79 and 80 above, and further in view of Tyler 
(US Patent 5,523,942). 

Re. Claims 56 & 81, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa 
and Henderson explicitly disclose a system and method wherein the at least one 
change to the retirement benefit program specified by the person includes at least one 
of: (i) a change in a length of the allocation period, (ii) one or more changes in the at 
least first guaranteed life-dependent retirement benefit, (iii) one or more modifications of 
the allocation period, (iv) one or more modifications of the allocation of funds 
corresponding to the at least one asset vehicle, (v) one or more modifications of the at 
least first guaranteed life-dependent retirement benefit, and (vi) one or more personal 
choices specified by the person related to the retirement benefit program. However, the 
allocation period of Applicant's invention concerns conversion of financial assets and a 
related period of time. Tyler teaches one or more changes in the at least first 
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guaranteed life-dependent retirement benefit. (Col. 2, II. 44-55). Therefore, it would 
have been obvious to the ordinary practitioner of the art at the time of Applicant's 
invention to have combined the disclosures of Tarbox, Ryan, Barron's, King, El-Kadi, 
Golden, Schirripa, Henderson and Tyler in order to provide for the planning for, 
implementing and administering a retirement benefit program including at least one 
guaranteed, life-dependent retirement benefit to provide a guaranteed lifetime income to 
at least one person using at least one or more personal financial assets owned by the 
person, motivated by a desire to respond to a client's request for information on a 
previously sold product insurance industry product, which includes life dependent 
annuity products, or projecting the impact on policy values if certain product 
assumptions are modified, such as a shortening or expansion of a conversion period 
(Tyler, Col. 2, II. 44-55). 

3. Claims 57 and 82 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa and Henderson as 
applied to claims 55, 59, 68, 69, 75, 78, 79 and 80 above, and further in view of Jones 
and Cooperstein (US Patent 5,893,071). 

Re. Claims 57 & 82, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa 
and Henderson explicitly disclose a system and method comprising calculating a 
plurality of benefit payments to the person during and after the allocation period and 
executing payment of each of the plurality of benefit payments to the person, each 
benefit payment being made to the person during the allocation period comprising a 
sum of a portion of funds from the at least one asset vehicle and one or more payments 
from the at least one guaranteed life-dependent retirement benefit purchased, and each 
benefit payment being made to the person after expiration of the allocation period 
comprising payments from the at least one retirement benefit purchased. However, 
Jones and Cooperstein disclose calculating benefit payments corresponding to said 
selected retirement benefits for said client during and after said conversion period, 
wherein said benefit payments during said conversion period are made from said at 
least one asset vehicle and said purchased benefits, and said benefit payments after 
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said conversion period are provided by said purchased benefits (Jones - Abstract, lines 
1-4 - simulation; Cooperstein - Col. 3, lines 30-40 - annuity). Therefore, it would have 
been obvious to the ordinary practitioner of the art at the time of Applicant's invention to 
have combined the disclosures of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, 
Schirripa, Henderson and the disclosures of Jones and Cooperstein in order to provide 
payments to a beneficiary during an allocated asset conversion program period. The 
motivation for this combination would have been to provide more disclosure of the 
workings of the purchased benefit plans so that customers can appreciate and act on 
the critical components of such contracts (Cooperstein, Col. 3, II. 6-11). 

4. Claims 58, 61-67, 83, 85-89 & 91 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa and 
Henderson as applied to claims 55, 59, 68, 69, 75, 78, 79 and 80 above, and further in 
view of Jones (US Patent 6,021 ,397). 

Re. Claims 58 & 83, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa 
and Henderson explicitly disclose a system and method wherein the at least relevant 
portions of financial and statistical information related to future market performance, 
inflation and interest rates include at least one of: (i) historical market returns, (ii) 
simulated market returns, (iii) current interest rates, (iv) simulated interest rates, (v) 
current cost of living indices, and (vi) simulated cost of living indices, respectively, and 
wherein the server is further adapted to employ additional information including at 
least one or more person-specified personal choices related to the retirement benefit 
program to calculate the future total current values and the future target benefit 
payments. However, Jones discloses the use of historical economic factors such as 
general economic factors such as inflation, historical dividend growth rates, interest 
rates and other variables as a basis for projecting future financial performance (Col. 
12, II. 60-64). Therefore, it would have been obvious to the ordinary practitioner of the 
art at the time of Applicant's invention to have combined the disclosures of Tarbox, 
Ryan, Barron's, King, El-Kadi, Golden, Schirripa, Henderson and the disclosures of 
Jones to provide relevant portions of financial and statistical information related to 
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future market performance, inflation and interest rates. The motivation for this 
combination would have been to employ advanced financial techniques to provide 
financial advice to individuals on how to reach specific financial goals (Jones, Col. 2, II. 
13-16). 

Re. Claims 61, 64 & 85, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, 
Schirripa and Henderson explicitly disclose a system and method comprising simulating 
a plurality of sample retirement benefit programs in accordance with at least one of: (i) 
one or more choices specified by the person and (ii) one or more modifications to a 
sample retirement benefit program specified by the person, each sample retirement 
benefit program including simulated results of allocations of portions of funds 
corresponding to the at least one asset vehicle towards gradually purchasing one or 
more fractions of at least one of a plurality of available guaranteed life-dependent 
retirement benefits at one or more selected intervals of the at least one of a plurality of 
available allocation periods, including simulated purchase prices and providing the 
simulated results to at least the remote client computer. However, Jones discloses the 
use of simulation to facilitate financial product selection (Col. 2, lines 49-51). It would 
have been obvious to the ordinary practitioner that selection involves the evaluation of 
one or more possibilities. The detailed components of these options are discussed 
above in the rejections of claims 80-83. Therefore, it would have been obvious to the 
ordinary practitioner of the art at the time of Applicant's invention to have combined the 
disclosures of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa, Henderson and 
the disclosures of Jones to provide a method comprising simulating a plurality of sample 
retirement benefit programs in accordance with one or more choices specified by the 
person and/or presented by the practitioner, presented to the client's computer. The 
motivation for this combination would have been to employ advanced financial 
techniques to provide financial advice to individuals on how to reach specific financial 
goals (Jones, Col. 2, II. 13-16). 

Re. Claims 62, 65 & 86, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, 
Schirripa and Henderson explicitly disclose a system and method wherein the 
simulated results include simulated total current values and simulated target benefit 
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payment values for the one or more selected intervals of the at least one available 
allocation period, and further comprising calculating statistically simulated purchase 
prices by employing information related to simulated interest rates and at least one of: 
(i) information related to projected morbidity of the person; and (ii) information related to 
projected longevity of the person. However, the application of simulation, the use of the 
simulated projection of interest rates and the development of what-if scenarios 
regarding the financial variables of conversion options are discussed in the rejection of 
claims 80-85 above. Further, information regarding the projected morbidity and 
longevity of a person were well known kinds of data readily available to the ordinary 
practitioner and even the general public. For example, Jones discloses the use of 
mortality information which is provided commonly available actuarial tables (Col. 11, II. 
49-57). Therefore, it would have been obvious to the ordinary practitioner of the art at 
the time of Applicant's invention to have combined the disclosures of Tarbox with the 
knowledge of the ordinary practitioner and the disclosure of Jones in order to provide 
simulated data for the planning for, implementing and administering a retirement 
benefit program including at least one guaranteed, life-dependent retirement benefit to 
provide a guaranteed lifetime income to at least one person using at least one or more 
personal financial assets owned by the person, motivated by a desire to provide 
professional investment advice to benefit plan prospects and participants (Tarbox, Col. 
1, II. 13-14). 

Re. Claims 63, 66 & 87, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, 
Schirripa and Henderson explicitly disclose a system and method wherein calculating 
the simulated results includes calculating the simulated results as a function of at least 
one of: (i) simulated market performance information, (ii) simulated interest rates, and 
(iii) simulated inflation rates, and further comprising statistically calculating at least one 
probability of achieving the at least one available guaranteed life-dependent retirement 
benefit at an expiration of the at least one available allocation period. However, Jones 
discloses the use of simulation to determine the probability of attaining a certain 
investment goal (Col. 11, II. 10-12). The analytical, simulation based use of market 
performance information, market performance information, interest rates, and inflation 
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rates are discussed in the rejection of claims 80-86 above. Statistically calculating at 
least one probability of achieving the at least one available guaranteed life-dependent 
retirement benefit at an expiration of the at least one available allocation period is but 
one obvious calculation of a probability of occurrence of an event through a 
simulation. It would have been obvious to the ordinary practitioner of the art at the time 
of Applicant's invention to have combined the disclosures of Tarbox with the knowledge 
of the ordinary practitioner and the disclosures of Jones to provide a method comprising 
calculating the simulated results includes calculating the simulated results as a 
function of at least one of: (i) simulated market performance information, (ii) simulated 
interest rates, and (iii) simulated inflation rates, and further comprising statistically 
calculating at least one probability of achieving the at least one available guaranteed 
life-dependent retirement benefit at an expiration of the at least one available 
allocation period. The motivation for this combination would have been to employ 
advanced financial techniques to provide financial advice to individuals on how to reach 
specific financial goals (Jones, Col. 2, II. 13-16). 

Re. Claims 67 & 88, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa, 
Henderson nor Jones explicitly disclose a system and method comprising querying at 
least the remote client computer to provide information related to at least one of: (i) 
information related to acceptance by the person of the one or more modifications; (ii) 
information related to rejection by the person of the one or more modifications, and (iii) 
information related to one or more modifications to the sample benefit program 
specified by the person, and further comprising recalculating the simulated results in 
accordance with the one or more modifications. However, querying a client for a 
response or decision regarding decision information previously presented or 
transmitted to the client in any manner, including electronically, was a long standing 
practice prior to the electronic computer age and during the electronic computer and 
electronic network communications age. Thus, this would have been seen as an 
obvious step by the ordinary practitioner any time that the client had not responded by 
a certain date and/or time. Therefore, it would have been obvious to the ordinary 
practitioner of the art at the time of Applicant's invention to have combined the 
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disclosures of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa, Henderson and 
Jones in order to move the decision making process along once a practitioner has been 
engaged in a process to reposition a client's retirement investment portfolio, motivated 
by a desire to provide professional investment advice to benefit plan prospects and 
participants (Tarbox, Col. 1, II. 13-14). 

Re. Claim 89, Tarbox discloses a method comprising altering the allocation of funds in 
accordance with the simulated results in response to receiving information related to 
acceptance by the person of the one or more modifications. The execution of a client's 
allocation decisions is discussed in the rejection of claim 80, 
Re. Claim 91, none of Tarbox, Ryan, Barron's, King, El-Kadi, Golden, Schirripa, 
Henderson nor Jones explicitly disclose the use of actuarial valuations. However, Jones 
discloses the use of actuarial valuations (Col. 11, II. 49-57). The calculation of 
conversion allocation related data is covered in the rejections of claims 80-90 above. It 
would have been obvious to the ordinary practitioner of the art at the time of Applicant's 
invention to have combined the disclosures of Tarbox, Ryan, Barron's, King, El-Kadi, 
Golden, Schirripa, Henderson and the disclosures of Jones to provide a method which 
includes performing actuarial valuations of the at least first guaranteed life-dependent 
retirement benefit purchased. The motivation for this combination would have been to 
employ advanced financial techniques to provide financial advice to individuals on how 
to reach specific financial goals (Jones, Col. 2, II. 13-16). 

5. Claims 60 and 84 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tarbox, Ryan, King, El-Kadi, Golden, Schirripa and Henderson as applied to 
claims 55, 59, 68, 69, 75, 78, 79 and 80 above, and further in view of Barron's. 
Re. Claims 60 & 84, Tarbox discloses a system and method comprising processing 
information received from the least one remote client computer (Online interaction 
between the client and the advisor - Col. 6, II. 55-65). None of Tarbox, Ryan, King, El- 
Kadi, Golden, Schirripa or Henderson explicitly disclose acceleration of the allocation 
period and accelerating the allocation period by allocating at least a portion of funds 
corresponding to the total current value towards purchasing a remainder of the at least 
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first guaranteed life-dependent retirement benefit. However, Barron's Dictionary of 
Insurance Terms demonstrates that acceleration of benefits is a long standing tool in 
the insurance segment of the financial services industry (Acceleration - page 2). It would 
have been obvious to the ordinary practitioner to have been able to execute the 
acceleration of the allocation period and accelerating the allocation period by allocating 
at least a portion of funds corresponding to the total current value towards purchasing a 
remainder of the at least first guaranteed life-dependent retirement benefit. 
Consequently, it would have been obvious to the ordinary practitioner of the art at the 
time of Applicant's invention to have combined the disclosures of Tarbox, Ryan, 
Barron's, King, El-Kadi, Golden, Schirripa, Henderson and the disclosures of Barron's to 
accelerate an investment assets conversion allocation program. The motivation for this 
combination would have been to provide professional investment advice and service to 
benefit plan prospects and participants (Tarbox, Col. 1, II. 13-14). 

Response to Arguments 

6. Applicant's arguments submitted on October 5, 2007 with respect to claims 55-93 
have been fully considered but they are not persuasive. 

CLARIFICATION OF THE STATUS OF INDEPENDENT CLAIM 78: In response 
to Applicant's request for clarification, independent claim 78 was intended to be rejected 
with independent claims 55 and 80, and continues to be rejected above. Claim 78 was 
omitted as a typographical error in the rejection statement of the independent claims 
due to the large mix-up and non-compliance by Applicant in the method of correcting 
the renumbering of claims, all of which was related to the omission of claim 77. The 
evidence of this error is that claim 79, the old number for the currently renumbered 
claim 78, was cited in the rejection statement along with independent claims 55 and 80. 
Evidence of the examiner's intent is that the corrected claim 79 containing the 
simulation component was rejected separately as dependent claim 79. Additional 
evidence of the examiner's intent lies in the fact that all the other incorrectly numbered 
claims 80 through 93 were rejected under their corrected numbers, which had been 
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claims 81 - 94. Applicant has now presented properly renumbered claims from claim 77 
through claim 93 in response to the Notice of Non-Compliant Amendment mailed 
September 25, 2007. The examiner regrets any confusion by the examiner's typo. 
However, the examiner hopes that Applicant understands the confusing circumstances 
created by Applicant's claim numbering errors. 

The Declaration filed on October 5, 2007 by Mr. Larry Port pursuant to 37 C.F.R. 1.132 
is insufficient to overcome the rejections of claims 55-93 as set forth in the last office 
action and above because: 

a) The Declaration only refers to select products and activities of Golden Retirement 
Resources, Inc. and that these products, particularly a "Commercial Annuity", were the 
principal reasons for MassMutual Financial Group's acquisition of Golden Retirement 
Resources in June of 2005. 

b) This declaration may possibly refer to portions of Applicant's invention as described 
in the specification by inference. 

c) The declaration makes no reference to the claims. MPEP 716 requires, among other 
things, that a declaration refer to the claims, since the claims are what is examined in an 
application for patentability. 

d) There is no showing that others of ordinary skill in the art were working on the 
problem (as presented through the claimed limitations) and if so, for how long. In 
addition, there is no evidence that if persons skilled in the art who were presumably 
working on the problem knew of the teachings of the above cited references, they would 
still be unable to solve the problem. See MPEP 716.04. 

e) In view of the foregoing the declaration does not show that the objective evidence of 
nonobviousness is commensurate in scope with the claims. 

PARALLEL NATURE OF CLAIMS 55 AND 80: The examiner notes that 
Applicant has confirmed that independent system claim 55 has the purpose of 
supporting the implementation of independent method claim 80 (p. 18, II. 26-30). 
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APPLICANT ADMITTED PRIOR ART: 

Applicant has not traversed the rejections of dependent claims 56-77 and 81-93. The 
examiner's basis for the rejection of these claims now stands as Applicant Admitted 
prior art. 

ARGUMENT A: "The most fundamental error in the Office Action is that claim 78 is 
not addressed in the Detailed Action" (p. 17, II. 14-15). Current independent claim 78 is 
allowable because claim 78 is not addressed in the Office Action of April 18, 2007. 
Claim 78 is allowable and claim 79 is allowable because the claim it depends from is 
allowable (p. 17, II. 14-26). 

RESPONSE: Claim 78 was rejected in the Office Action of April 18, 2007. 
Applicant is referred to the above clarification of the status of current claim 78. Current 
claim 78 was inadvertently rejected under its prior number of claim 79 through a 
typographical error. 

ARGUMENT B: "The Examiner has cited to over nine references to show elements 
within the knowledge of one of ordinary skill in the art. The Examiner then merely sets 
forth a conclusory statement that the claims elements are obvious in view of the cited 
references. The Examiner has not, however, articulated some reasoning with some 
rational underpinning to support the legal conclusion of obviousness. For this reason, 
Applicant respectfully requests that the rejections of claims 55-93 be withdrawn" (p. 25, 
II. 23-28; p. 18, L. 9 - P. ). 
Subsidiary Arguments: 

(1) "The Examiner's assertion is insufficient to establish obviousness. First, 

the Examiner fails to resolve the level of ordinary skill in the pertinent art. The Examiner 
asserts what it would have been obvious for a retirement plan buyer to have wanted. 
The Examiner does not establish what one of ordinary skill in the art of the claimed 
subject matter would have found obvious to provide" (p. 20, 1. - p. 21, 1. 1). 

(2) "Second, the Examiner's assertion is unsupported. The Examiner fails to identify 
a reason why the person of ordinary skill in the art would have combined prior art 
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elements in manner claimed "[Rejections on obviousness grounds cannot 
be sustained by mere conclusory statements; instead, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion of 
obviousness." In re Kahn, 441 F.3d 977, 988, 78 U.S.P.Q.2d 1329, 1336 (Fed. Cir. 
2006)" (p. 21,11. 1-6). 

(3) "The Examiner's characterization of these references is not entirely correct" (p. 
21,11. 19; p. 21,1. 6 -p. 22, I. 21). 

(4) "There is no suggestion that one of ordinary skill in the art would have found 

it obvious to alter the allocation funds towards purchasing fractions of a guaranteed life- 
dependent retirement benefit over an allocation period" (p. 23, II. 18-21; p. 22, 1. 22 - p. 
23, 1.21). 

(5) "the Office Action is silent regarding how any of these nine applied references 
show or suggest the simulation component as set forth by claim 79. If fact the Office 
Action, is silent regarding a simulation component in the applied art. For at least these 
reasons, applicant respectfully requests that the rejection of claim 79 be withdrawn"(p. 
18, II. 4-8). 

(6) "The Examiner fails to appreciate the significance of the declaration filed 
February 2, 2007, by the inventor, Mr. Jerome Golden ("Golden Declaration")" (p. 23. II. 
22-23; p. 23, I. 22 - p. 25, I. 9). 

(7) "The Port Declaration thus provides the evidence that the claimed invention was 
not obvious to those of ordinary skill in the art" (p. 25, II. 20-22; 10-22). 
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RESPONSE: 

(1) - (5) Applicant's arguments concern the proper application of the 37 USC 
103(a) statute as guided by court decisions. This is a matter of law. 
Examples of the adequacy of the examiner's articulated reasoning with some rational 
underpinning to support the legal conclusion of obviousness are as follows: 

a) Resolving the one of ordinary skill (p. 20, 1. 31): The examiner has consistently cited 
the Certified Life Underwriter (CLU) as an example of one of ordinary skill, also citing 
the government mandated licensing requirements for the thousands of such 
practitioners throughout the United States of America. 

b) Applicant argues that the combinations of references combined with the examiner's 
detailed rationale provide "no basis to conclude that it would have been obvious to one 
of ordinary skill to have calculated total current value and target benefit payments of 
retirement benefit program in which such conversion is accomplished" (p. 21, I. 6 - p. 
22, 1.21). However, Applicant's argument fails to meet the bar for adequate rebuttal of 
the examiner's detailed evidence combined with extensive rationale. The examiner's 
stated judgement on the record has been that a large component of the exemplary 
ordinary practitioners of the art are CLU's (certified life underwriters), that that such 
practitioners would understand most and perhaps all of the limitations in Applicant's 
claims, and that viewing the cited references would make them obvious to combine into 
Applicant's invention. Further, the common sense cited by the US Supreme Court in the 
2007 KSR decision supports the examiner's rationale. 

c) Simulation is indeed addressed explicitly in the rejections of claims 57&82, 58&83, 
61&85, 65&86, 63&87, 67&88 and 89 in the Office Action dated October 5, 1007. The 
Jones reference discloses simulation explicitly in the Abstract. Further, the references 
cited in the rejections of claims 55, 59, 68, 78, 79 and 80 all obviously suggest 
simulation because recalculations in the context of responding to the customer's what- 
Oif questions are in fact simulations since such recalculations are modeling which is 
equivalent to simulation. The Schirripa reference among other cited references 
discloses such recalculations. 
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(6) The Goldin declaration is moot because it fails to meet the requirements of 
MPEP 716.04. Applicant has not argued that the Golding declaration does meet the 
requirements of MPEP 716.04. By not doing so, Applicant has admitted that the Goldin 
declaration fails to meet the requirements of MPEP 716.04. 

(7) The Port declaration is moot for the reasons stated above regarding this new 
declaration. 

PRINCIPLES OF LAW: 

BPAI, Ex parte CATAN, Appeal 2007-0820, Decided: July 3, 2007 

PRINCIPLES OF LAW 

"Section 1 03 forbids issuance of a patent when 'the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to which said subject matter pertains.'" KSR 
Int'lCo. v. Teleflex Inc., 127 S.Ct. 1727, 1734, 82 USPQ2d 1385, 1391 (2007). 
The question of obviousness is resolved on the basis of underlying factual 
determinations including (1) the scope and content of the prior art, (2) any 
differences between the claimed subject matter and the prior art, (3) the level of 
skill in the art. Graham v. John Deere Co., 383 U.S. 1, 17-18, 148 USPQ 459, 467 
(1966). See also KSR, 111 S.Ct. at 1734, 82 USPQ2d at 1391 ("While the sequence 
of these questions might be reordered in any particular case, the [Graham] factors 
continue to define the inquiry that controls.") The Court in Graham further noted 
that evidence of secondary considerations, such as commercial success, long felt 
but unsolved needs, failure of others, etc., "might be utilized to give light to the 
circumstances surrounding the origin of the subject matter sought to be patented." 
383 U.S. at 18, 148 USPQ at 467. 

In KSR, the Supreme Court emphasized "the need for caution in granting a 
patent based on the combination of elements found in the prior art," id. at 1739, 82 
USPQ2d at 1395, and discussed circumstances in which 
9 Appeal 2007-0820 Application 09/734,808 

a patent might be determined to be obvious without an explicit application of 
the teaching, suggestion, motivation test. 

In particular, the Supreme Court emphasized that "the principles laid down 
in Graham reaffirmed the 'functional approach' of Hotchkiss, 11 How. 248." KSR, 
127 S.Ct. at 1739, 82 USPQ2d at 1395 (citing Graham v. John Deere Co., 383 
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U.S. I, 12, 148 USPQ 459, 464 (1966) (emphasis added)), and reaffirmed 
principles based on its precedent that "[t]he combination of familiar elements 
according to known methods is likely to be obvious when it does no more than 
yield predictable results." Id. The Court explained: 

When a work i s available in one field of endeavor, design 
incentives and other market forces can prompt variations 
of it, either in the same field or a different one. If a 
person of ordinary skill can implement a predictable 
variation, § 1 03 likely bars its patentability. For the same 
reason, if a technique has been used to improve one 
device, and a person of ordinary skill in the art would 
recognize that it would improve similar devices in the 
same way, using the technique is obvious unless its 
actual application is beyond his or her skill. 

Id. at 1740, 82 USPQ2d at 1396. The operative question in this "functional 
approach" is thus "whether the improvement is more than the predictable use of 
prior art elements according to their established functions." Id. 

The Supreme Court made clear that "[f] olio wing these principles may be 
more difficult in other cases than it is here because the claimed subject matter may 
involve more than the simple substitution of one known element for another or the 
mere application of a known technique to a piece of prior art ready for the 
improvement." Id. The Court explained, "[ojften, it will be 
necessary for a court to look to interrelated teachings of multiple patents; the 
effects of demands known to the design community or present in the marketplace; 
and the background knowledge possessed by a person having ordinary skill in the 
art, all in order to determine whether there was an apparent reason to combine the 
known elements in the fashion claimed by the patent at issue." Id. at 1740-41, 82 
USPQ2d at 1396. The Court noted that "[t]o facilitate review, this analysis should 
be made explicit. Id. (citing In re Kahn, 441 F.3d 977, 988, 78 USPQ2d 1329, 
1336 (Fed. Cir, 2006)) ("[Rejections on obviousness grounds cannot be sustained 
by mere conclusory statements; instead, there must be some articulated reasoning 
with some rational underpinning to support the legal conclusion of obviousness"). 
However, "the analysis need not seek out precise teachings directed to the specific 
subject matter of the challenged claim, for a court can take account of the 
inferences and creative steps that a person of ordinary skill in the art would 
employ." Id at 1 741 , 82 USPQ2d at 1396. 
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In the instant case, the examiner has complied with the above stated guidelines as 
presented by the Board of Patent Appeals and Interferences in July of 2007. In 
depth guidance is provided to the examiner above by the BPAI, including the more 
inclusive excerpt of In re Kahn quoted above by the US Supreme Court in the KSR 
decision, as follows: "The Court noted that u [t]o facilitate review, this analysis 
should be made explicit. Id. (citing In re Kahn, 441 R3d 977, 988, 78 USPQ2d 
1329, 1336 (Fed. Cir. 2006)) ("[R] ejections on obviousness grounds cannot be 
sustained by mere conclusory statements; instead, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion of 
obviousness"). However, "the analysis need not seek out precise teachings directed 
to the specific subject matter of the challenged claim, for a court can take account 
of the inferences and creati ve steps that a person of ordinary skill in the art would 
employ." Id at 1741, 82 USPQ2d at 1396.". 

The US Supreme Court also reminds practitioners and examiners in the above 
excerpts that the common sense principle should also be included in deciding 
whether something would have been obvious to the ordinary practitioner of the art 
at the time of an Applicant's invention. All of this suggests that the examiner has 
made a proper prima facie case of obviousness in the rejections presented in the 
last Office Action and in the above rejections. The above responses to Applicant's 
general argument and the supporting detailed arguments as excerpted above have 
thus been answered. As such, the examiner believes that he has adequately and 
prtoperly articulated some reasoning with some rational underpinning to support the 
legal conclusion of obviousness. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office Action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
Examiner should be directed to Siegfried Chencinski whose telephone number is 
(571)272-6792. The Examiner can normally be reached Monday through Friday, 9am to 
6pm. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Alexander Kalinowski, can be reached on (571) 272-6771. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Any response to this action should be mailed to: 



or {57^)273-8300 [Official communications; including After Final communications 
labeled "Box AF"] 

(571) 273-6792 [Informal/Draft communications, labeled "PROPOSED" or 

"DRAFT"] 

Hand delivered responses should be brought to the address found on the above 
USPTO web site in Alexandria, VA. 
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